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REMARKS/ARGUMENTS 

Claims I - 4 and 1 0 ~ 20 remain in this application. Claims 5 - 9 are withdrawn ftom 
consideration as directed to non-elected species. Claims 2 1 - 50 are withdrawn fixan 
consideration as directed to a non-elected invention. Paragraph [0022] of the specification has 
been amended to conrect a typographical error. 



Applicant appreciates the courtesies extended to applicant's attorney in the telephone 
interview after final rejection with the Examiner on December 22, 2005. Amendments to claims 
1 and 10 were discussed in the course of the interview. The Examiner indicated that the 
proposed amendments to claims 1 and 10 presented in this Amendment would he denied entry 
because the proposed amendments would raise new issues that would require further 
consideration and/or search. Aocoidingly, this Amendment is being submitted with a Request 
for Continued Examination (RCE) under 37 C.F.R. 1 . II 4. 



Reconsideration and reexamination is respectfiiUy requested. 

Claims 1 - 4, 10 - 12 and 14 - 1 7 are rejected under 35 U.S.C. 103 (a) as being 
^.patentable over U.S. Patent Nmnber 5.709,620 (Reinpiecht) and applicant^* admission of the 
prior art as set forth in the pievions office action. The rejection is respectfially traversed. Qaam 1 
has been amended to provide that the method inch»Jes "... sequentially causing one or more 
opponents to appear at one or more locations on said playing surface in connection wtth 
projection of a game object Gaim 1 0 has been amended to provide that the method 
includes "... sequentially causing one or mote opponents to appear at one or more locations on 
tbeopposite tennis eourtin connection withprojectionofatennisbaU...". Depo^dent d«ms 2, 
12 and 1 4 have been amended to correspond to claims I and 10 as amended. Applicant 
respectfully submits that the amendmems are not intended to, and do not, introduce new matter 
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into the application. Basis for the amended language can be found in paragraphs [0025] - [0028] 
of the Specification. 

"To estabUsh a prima facie case of obviousness, three basic criteria must be met. First, 
there xwist be some suggestion or motivation, either in the references themselves of in the 
knowledge generally available to one or ordinaiy skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
linjitations. Th. ie^^chin^ or su ep ^Ti »n tn make the rlaimed combination and the reasonable 
^p.^.rinn r^f success m oct Wh he found in the prior art, and not based on applicant's 
disclosure (emphasis added). In re Vaeck, 947 F.2d 488. 20 USPQ2d 1438 (Fed. Cir. 1991)." 
MPEP §2142. To establish/^r/ma/flcfe obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. /«r^J^oj;to.490F.2d981. 180 USPQ 

580 (CCPA 1974). MPEP §2143.03. 

Regarding claims 1, 2, 4, 10 - 12 and H - 17 the Examiner stated, "Figure 1 of 
Reinpi^dit shows a typical temus training session wilh an instiiictor on one side of the net and 
the students on the other side. See column, lines 41 The Examiner also stated, «A 

typical training session often has the instructor sequentially project a plurality of gameballs 
toward the student. See instant specification, pai^graph [0001]". The Examiner further stated 
"It is noted that Reinprecht teaches the concept of placmg targets at specific locations on the 
temris court at which the students aim; sirikingballs to such locations (i.e., the comers as shown 
inFigure 1 ofReinpr«^t), art those designed to be shots away or out ofreach by an opponen^^^^ 
The Examiner forflier stated ''Moreover, it is old and well-known in the art for team coaches to 
place people on the court (tennis, basketball, fbotball. etc.) to simulate how a particular pomt or 
play isTupposed to develop." Lastly the Examiner stated, "As Reinp^t introduces the conc^t 

of L^^c^ targets on ti.e court to practice particular shots (down-the ^ne. crosscou^ 
etc.)itwouldhavebeen obvious to one of ordinary skill inti^arttoplaceapersonatal^^^^^ 

whereatypical player mi^stand^mnglhat shot tobetter simulate acti«d game sxtua^^^^^ 
persons place at ti«se locations can be conside«d simulated opponents for practice purposes. 
Regarding the description by the Examiner of teachings of Reinprcch^ appUcant 

respectfully submits that Reinprecht does not disclose or suggest that the target locations "are 
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those designed to be shots away or out of reach by an opponent". Rather, Reinprecht 
consistently teaches the use of a plurality of sport court targets for training purposes* Reinprecht 
states "each of the five targeting panels are geometrically shaded target zones that assist the 
student or the instructor d^crminc accuracy of a serve, volley or shot. Once the targeting panels 
have been place on the side of the court opposite the player, the instructor can take his or her 
position alongside the targeting panels and begin the serving or the drill lessons", column 2, lines 
50 - 55. Further Reinprecht states "In a broader context, it is an object of the invention to 
provide a sport coxirt training assemblage of targets for assisting in striking or throwing a ball or 
object to a speci6c location;*', column 3, lines 30 - 33; and 'the teachings of the instant 
invention may be applied to virtually any sport having a court or like playing surface, where it is 
desirable to develop the skill of striking or throwing a ball or other object to a specific location; 
e.g. soccer, racquetball, squash, badminton, volleyball, paddle tennis, etc.", column 4, line 66 - 
column 5, line 3; and "for assisting in the instruction of a game requiring the use of a court-type 
playing surface and accurate striking or throwing of a ball or object to one or more specific target 
areas of the playing surface,*' column 6, lines 55 - 58. In sharp contrast applicant's method 
provides that . . a plaver 10 can be trained to develop m uscle memory for skills of returning 
tennis balls to the opposite court, and can also improve re action time and develop olaoemejnt 
memotv in the brain, namely, observe the loca tion of the otyponentf s) and xetum the ball away 
from the opponentrsy \ (emphasis added) see paragraph [0022] of the specification. 

Regarding the statement by the Examiner applicant has not challenged Examiner's 
assertion *that it is well-known in the art for coaches to place people on the court to simulate 
how a particular point is supposed to develop". Applicant has not challenged Examiner*? 
assertion because it does not disagree with the assessment as stated. However, appUcant 
respectfully submits that Examiner's assertion of official notice and assessment of basic 
knowledge in the art Hnr.. not disclose or ^icr^est modification of ReinPrecht to satisfy the claim . 
limitations. Specifically, Examiner's assertion of common knowledge in the art does not suggest 
or teach modifying Reinprecht to provide . . sequentially projecting a plurality of game objects 
toward one portion of said playing surface for striking by one or more players being trained; and 
sequentially causing one or more opponents to appear at one or more locations on said playing 
surface in connection with projection of a game object to train said play^ to strike game obiects 
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away from an opponent/ ^ (emphasis added) as set forth in claim 1 Similarly, Examiner's 
assertion of common knowledge in the art does not suggest or teach modifying Reinprecht so 
that "... said step of sequratially causing said one or more opponrats to appear comprises 
operating one or more simulated opponents to simulate the play of one or more players having a 
selected skill level." (emphasis added) as set forth in claims 2 and 1 4. Similarly, applicant 
respectfully submits Examiner's assertion of common knowledge in the art does not suggest or 
teach modifying Reinprecht for "sequentially causing one or more opponents to appear at one or 
more locations on the opposite side of said tennis court to train said tennis player to return tetmis 
balls awav from an opponent thereby teaching said tennis plavcr to play th e tennis court and 
training placement memory in the brain of said tennis player in addition t o training muscle 
memory bv returning said tennis baUs>' ' (emphasis added) as set forth in claim 10. Further, 
applicant respectfully submits Examiner's assertion of common knowledge in the art does not 
suggest or teach modifying Reinprecht so that *the step of operating said one or more simulated 
opponents comprises operating one or more simulated opponents to simulate one or two tennis 
playOT moving to a plurality of locations on the opposite side of the tennis court** (claim 15); 
"said step of operating said one or more simulated opponents comprises operating selected ones 
of said simulated opponents to cause an opponent to selectively appear as said one or more of 
said locations** (claim 16); or "said step of operating said one or more simulated opponents 
comprises operating selected ones of said simulated opponents to move said one or more 
simulated opponents tp selectively appear at one or more of a plurality of locations on the 
opposite side of the tennis court" (claim 17). 

Applicant challenges and traveises the additional assertions by the Examiner regarding 
basic knowledge in the art set forth for the first time in the November 1 5 OflSce Action in 
paragraph 3. Specifically, the Examiner asserted that "... placing actual people on the court to 
simulate a particular point would naturally allow for instructing a player to hit away from the 
simulated opponents ...*';"... it would have been naturally obvious for a coach, in placing 
people on the court, to illustrate a particular concept commensurate with the student's skill level 
. . . . by having a coach place people on the court, it is submitted that such would naturally 
allow the tennis player to train placement and muscle memory and ". . . that the people 
situated on the court by the coach would naturally correspond to the recited simulated opponents 
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. Applicatit respectfully submits that none of the above recited assertions by the Examiner has 
any evidentiary support, other than the disclosure in applicant's specification and claims. 
Further, and more importantly, none of the assertions by tihe Examiner in paragraph 3 of the 
November 15, 2005 Office Action suggest the method steps set forth in claim 1 ". . . sequentially 
projecting a plurality of game objects toward one portion of said playing surface .. .; and 
sequentially causing one or more opponents to appear at one or more locations on said playing 
surface in connection with projection of a game object to train said olaver to strike game objects 
awav from an opponent **(emphasis added); and in claim 10 "... sequentially projecting a 
plurality of tennis balls toward one side of a tennis court and sequentially causing one or 
more opponaits to sppesa at one or more locations on the opposite side of said tennis court in 
connection with projection of a tennis ball to train said t ennis nlaver to return tennis balls away 
from an opponent flierebv teaching said tennis niaver to olav the tennis court and trainins 
placement memory in the brain of said tenni.s nlaver in ad rittion to fa-ainine muscle memory in, the 
brain of said tennis plaver ..." (emphasis added). 

Accordingly, applicant respectfully submits that appUcant has more than adequately 
diallenged and traversed the Examiner's assertion of basic knowledge of the art teaches or 
suggests modification of Reinprecht. Further. appUcant respectfuUy submits that it is not 
appropriate to rely on the Examiner's assertion of basic knowledge of the art as the basis for 
modifying Reinprecht without evidentiary support "It is never appropriate to lely solely on 
common knowledge in the art without evident ^^TY ^"Pr"^ ^ *® principal evidence 
upon which a rejection is based (emphasis added). In re Zurko, 258 F.3d at 1386. 59 USPQ2d at 
1697; In reAhlert, 424 F2d at 1092, 165 USPQ 421." MPEP §2144.03. E. 

In addition, appUcant respectfully submits that modification of Reinprecht as suggested 
by the Examiner would render Reinprecht ineffective or inoperative for the purpose of 
Rdnpiecht's invention, namely providing "target 2ones that assist the student or the instructor 
determine the accuracy of a serve, volley or shot . col. 2. lines 51 - 52; "... to develop the 
skill of striking or throwing a ball or other object to a specific location col. 5. lines 1 - 2; 
» accurate striking or throwing of a ball or object to one or more specific target areas of the 
playing surface . . .". col. 6. lines 56 - 58. Applicant respectfiaUy submits that "placing actual 
people on the court to simulate a particular point" as suggested by the Examiner would disrupt 
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and fundamentally change fhe invention disclosed and claimed by Reinprecht namely, a training 
target assembly to assist in training an athlete to accurately strike or throw a ball or game object 
to a specific target. Accordingly, applicant respectfully submits that there ts no suggestion or 
motivation to combine Reinpredit and the Examiner's assertion of basic knowledge of the prior 
art. 'If the proposed modification would render the prior art invention being modified 
unsatisfactory for its intttded purpose, then there is not suggestion or moti vation to make the 
proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984)^ MPEP 
§2143.01, V. 

Also, applicant respectfully submits that modification of Reinprecht as suggested by the 
Examiner would change the principle of operation of Reinprecht, namely providing "target zones 
that assist the student or the instructor determine the accuracy of a serve, volley or shot • . col 
2, lines 51-52; "... to develop the skill of striking or throwing a ball or other object to a specific 
location . col. 5, lines 1 - 2; accurate stiiking or throwing of a ball or object to one or 
more specific target areas of the playing surface col. 6, lines 56 - 58. Reinprecht is directed 
to training accuracy of striking or throwing a ball or game object, whereas applicant's invention 
as set forth in the claim includes "... sequentially causing one or more opponents to appear at 
one or more locations on said playing surface in connection with projection of a game object to 
train said player to strike game objects away firom an opponent", as set forth in claim 1, and 
". . .sequentially causing one or more opponents to appear at one or more locations on the 
opposite side of said tennis court in connection with projection of a tennis ball to train said tennis 
player to return tennis balls away firom an opponent thereby teaching said tennis player to play 
the tennis court and training placement memory in the brain of said tennis player in addition to 
training muscle memory by returning said tennis baUs ..." as set forth in claim 10. "[I]f*he 
proposed modification or combination of the prior art would change the principle of operation of 
the prior art invention being modified, then the teachings of the references are not sufficient to 
render the claims/^rima/acfe obvious. In rcRattU 270 F. 2d8l0, 123 USPQ 349 (CCPA 1959)," 

MPEP §2143.01, VI. 

Thus, applicant respectfiilTy submits that there is no teaching or suggestion in Reinprecht, 
apphcant's disclosure of the prior art or in Examiner's assertion of basic knowledge of the prior 
art to modify Rdnprecht or to combine reference teachi^^ As 
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stated above, "[i]t is never ap p ropr iate to rely solely on common knowledge in the art wifliout 
evidentiary s^yport the record as the principal evidence upon which a rejection is based 
(emphasis added). In re Zurko, 258 F.3d at 1 386. 59 USPQ2d at 1697; In re Ahlert, 424 F2d at 
1092, 165 USPQ 421." MPEP §2144.03, R Further, modification of Reinprecht as proposed 
by the Examiner would rodder Reinprecht inoperative for the purposes of Reinprecht and /or 
change the principle of operation of Reinprecht, namely to provide training and drill for certain 
defined tennis shots. Accordingly, applicant respectfully submits that the 6r$t criteria required to 
establish a prima facie case of obviousness has not been met. Further, applicant respectfiilly 
submits that the only suggestion to modify Reinprecht to produce the claimed invention can be 
found in applicant's disclosure in this application, and as set forth above, "The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success, must 
both be found in the prior art, and not based on applicant's disclosure (emphasis added), fn re 
VaecK 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991)." MPEP §2142. 

Likewise, the ttiird oiteria required to establish a prima facie case of obviousness is not 
met since Reinpiecht taken alone or in combination with applicant's disclosure of the prior art or 
in combination with Examiner's assertion of common knowledge of the prior art simply does not 
disclose or suggest all the elements of claims 1, 2, 4, 10 - 12 and 14 -1 7 for all the reasons 
discussed above. Applicant respectfully submits that applicant's description of the priw: art, "For 
example, tennis players often train by returning balls projected by a ball madiine or hit by a 
trainer to their side of a tennis court to develop their ball return skiib." (paragraph [0001]) and 
"When a trainer is used to hit tennis balls to the side of the tennis court occupied by the player 
being trained there can be a tendency for the player being trained to hit the ball back to the 
trainer so that a volley can be sustained." (paragraph [0021]) does not disclose or suggest the 
method claimed in claims I,2,4.10-12andl4-l7as pointed out above. Likewise, applicant 
respectfiilly submits that Reinprecht is directed to "... a sport court training assemblage of 
targets for assisting in striking or throwing a ball or object to a specific location . . ." (column 3, 
lines 3 1 - 33), and " . . . develop the skiU of striking or throwing a ball or other object to a 
specific location; . . ." (column 5, line 1) does not disclose or suggest the method claimed in 
claims 1 . 2, 4, 1 0 - 12 and 14 - 17 for all the reasons set forth above. Likewise, applicant 
respectfiilly siibmits that Examiner's assertion that it is well known in the art for coaches to place 
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people on the court to simulate how a particular point is supposed to develop does not disclose or 
suggest the method claimed in claims 1 , 2, 4, 1 0 - 12 and 1 4 «1 7 for all the reasons set forth 
above. 

Thus, appUcant respectfully submits that the rejection of claims 1,2,4, 10- 12and 14- 
1 7 as unpatentable over Reinprecht, applicant's admission of the prior art and Examiner's 
assertion of common knowledge m the art fails to satisfy the third criteria required to establish 
prima facie obviousness, namely that "all the claim limitations must be taught or suggested by 
the prior art". In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). MPEP §2143.03. 

Accordingly, applicant respectfully submits that the rejection of claims 1 , 2, 4, 1 0 - 12 
and 14 - 1 7 is defective for failing to establish prima facie obviousness of the rejected claims in 
view of the cited prior art since neither the first criteria nor the third criteria necessary to 
establish prima facie obviousness have been met, and the rejection of claims 1, 2, 4, 10 - 12 and 
14-17 should be withdrawn. 

Regarding claims 3 and 1 3 the Examiner stated 'tennis ball machines are old and well- 
known in the art to sequentially project balls to players''. Applicant respectfully submits that the 
rejection of claims 3 and 13 is defective for failing to establish prima facie obviousness for the 
same reasons as set forth above with respect to claims 1 and 1 0 on which claims 3 and 13 
respectively depetid. "If an independent claim is nonobvious under 35 U.S.C. 103, then any 
claim depending therefrom is nonobvious. In re Fine, B37 V. 2d 1071,5USPQ2d 1956 (Fed Cir. 
1988)." MPEP §2143,03 

The Examiner has acknowledged that claims 18 - 20 are directed to allowable subject 
matter. Applicant respectfully requests that the requirement to rewrite claims 1 8 - 20 in 
independent form including all the limitations of the base claim and any intervening claims be 
deferred. 

Upon allowance of generic claims 1 - 4 applicant respectfully requests that non-elected 
species claims 5 - 9 be considered and allowed. 
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In view of the Examiner's earlier restriction requironeat, applicant retains the right to 
present claims 21 - 50 is a divisional application. 

For the reasons presented above, it is believed that the application^ as now presented, is in 
condition for allowance, and that there are no remaining issues in the application. Allowance of 
the application as now presented, and passing of the application to issue axe respectfully 
solicited. 

Further and &vorabIe action is respectiiilly requested. 

Respectfully submitted, 

Taglia, Fette, Dumke & White, P.C. 




Reg. No. 25,172 
Tel.: (269) 983-0755 

Dated: Decemb^ 30, 2005 
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